REMARKS 

Claims 1 and 2 are pending in this Application. The Office Action rejected Claim 
1 under 35 U.S.C. § 102(e). The Office Action rejected Claim 2 under 35 U.S.C. § 
103(a). Applicant respectfully requests reconsideration of pending Claims 1 and 2 in 
view of the following remarks. 
Rejection of Claim 1 under 35 U.S.C. § 102(b) 

The Office Action rejected Claim 1 under 35 U.S.C. § 102(e) as being anticipated 
by U.S. Patent No. 6,823,868 to Begum ("Begum"). Specifically, the Office Action 
stated that Begum teaches all elements of Claim 1 including an elongated continuous 
cylindrical sleeve portion having an exterior face, an upper rim, and a lower rim (Figures 
1 and 2). The Office Action further stated that Begum discloses an exterior having 
indicia suggesting the appearance of a character including eyes and facial features below 
the eyes (Figures 1 and 5). Applicant disagrees with the Office Action that Begum 
discloses an elongated continuous cylindrical sleeve, or an upper rim and a lower rim, in 
conjunction with the indicia suggesting the appearance of a character. 

Begum does not discloses an elongated continuous cylindrical sleeve as recited by 
Claim 1 . In response to Applicant's prior remarks regarding the recitation of an 
"elongated continuous cylindrical sleeve," the Office Action stated that Begum teaches a 
tubular continuous article that is formed of different pieces "that are all fastened together 
to create the continuous article." It is unclear how a continuous article is "fastened" 
together in Begum. The only reference to any fastening in Begum is to the clasp unit 78 
at the end of a string used to retain the mask on the wearer's head. Col. 6, 11. 22-39. 
Applicant fails to see how this "fastening" of the mask by coupling together "an elastic 
string loop 76" can provide an elongated continuous cylindrical sleeve. The words of the 
claim must be given their plain meaning unless applicant has provided a clear definition 
in the specification. In re Zletz, 893 F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. Cir. 
1989). In the instant case, Applicant did not choose to specially define cylinder to 
include the Begum mask shape, when closed as in Figs. 8-12 to provide a half cylinder 
that is connected by a line. Therefore, the ordinary meaning of the term should be 
employed. "[T]he ordinary and customary meaning of a claim term is the meaning that 
the term would have to a person of ordinary skill in the art in question at the time of the 



3 



invention, Le. 9 as of the effective filing date of the patent application." Phillips v. AWH 
Corp., _F.3d_, 75 USPQ2d 1321 (Fed. Cir. 2005). The American Heritage Dictionary 
of the English Language defines Cylinder as "the surface generated by a straight line 
intersecting and moving along a closed plane curve, the directrix, while remaining 
parallel to a fixed straight line that is not on or parallel to the plane of the directrix." 
Fourth Edition, 2000. The Mask of Begum, in any of the Figures, does not comply with 
this definition since there is no straight line moving along a closed plane curve (circle), 
while remaining parallel to a fixed straight line. Rather, the mask of Begum can best be 
defined as a curved surface of a complex mathematical definition attached to a line at the 
ends thereof. 

Next, the Office Action stated that the "sleeve" of Begum has a top and bottom 
opening with tubular shape circumference. First, it is unclear where Begum recited or 
illustrates a sleeve since a search for the term "sleeve" in Begum did not reveal any 
matches, nor did a review of the included figures. Second, assuming the reference to 
"sleeve" is to the mask of Begum, Applicant cannot locate a top and bottom opening in 
the closed circumference mask of Figures 8-12. As discussed above, the mask of Figure 
8-12 includes a mask portion and an elastic string with clasp units at the ends. The 
opening formed by the closed elastic string is not a top opening or a bottom opening but 
rather is a single aperture. See, Figures 1, 3, 8. Claim 1 recited both a top opening and a 
bottom opening rather than a single aperture. Applicant submits that Begum does not 
disclose both a top opening and a bottom opening. Therefore, Begum does not disclose a 
cylindrical sleeve, as recited by Claim 1 . 

In response to Applicant's prior remarks, the Office Action stated that the 
"garment" article of Begum (the mask) is capable of warming a user's neck since in 
Figure 6 it is covering part of a user's neck and therefore it is keeping the neck warmer 
than if no material portion was covering the user's neck. Applicant review of Begum's 
specification does not reveal any indication that the embodiment of Figure 6 covers a 
user's neck. Rather, the only discussion of coverage by a lower portion of the mask is of 
a user's chin. Col. 5, 11. 38-42. Applicant submits that the chin is a different body part 
than the neck, as relevant to warming garments, since a major artery is located in the neck 
while no similar part, requiring heat retention, is located in the chin. 
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Alternatively, the Office Action stated that if the garment of Begum is removed 
from the ears it would reside around the wearers neck during eating or drinking, if not 
fully removed from the wearer, and would inherently keep a user's skin warmer than if 
the skin was just exposed to the elements. Applicant would like to remind the examiner 
that the fact that a certain result or characteristic may occur or be present in the prior art 
is not sufficient to establish the inherency of that result or characteristic. In re Rijckaert, 9 
F.3d 1531, 1534, 28 USPQ2d 1955, 1957 (Fed. Cir. 1993) (reversed rejection because 
inherency was based on what would result due to optimization of conditions, not what 
was necessarily present in the prior art); In re Oelrich, 666 F.2d 578, 581-82, 212 USPQ 
323, 326 (CCPA 1981). "To establish inherency, the extrinsic evidence ! must make clear 
that the missing descriptive matter is necessarily present in the thing described in the 
reference, and that it would be so recognized by persons of ordinary skill. Inherency, 
however, may not be established by probabilities or possibilities. The mere fact that a 
certain thing may result from a given set of circumstances is not sufficient. 1 " In re 
Robertson, 169 F.3d 743, 745, 49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999). In the instant 
case, it is not clear that a wearer's neck would be warmed by the mask residing around 
the neck. It is further unclear that the wearer would wear the mask around the neck in the 
first place. Therefore, Begum does not disclose a neck warmer as recited by Claim 1. 

Applicant has also amended Claim 1 to further distinguish it from the teachings of 
Begum, to indicate that the neck warmer mouth indicia is positioned on the exterior face 
so as to align with a user's mouth while warming the user's neck, when worn by a user. 
As discussed above, the mask of Begum serves as a mask to provide a character mouth 
indicia over a user's mouth but does not cover any part of the user's neck. Claim 1 now 
recites that the neck warmer indicia is positioned such that the neck warmer sleeve 
portion completely surround the wearer's neck when the mouth indicia is aligned with the 
user's mouth. Begum clearly does not teach such feature since even if the mask is off the 
wearer's face there is no complete coverage of the user's neck, as now recited by Claim 1. 
Accordingly, Claim 1 is allowable over Begum for at least this reason alone. 

Claim 2 is dependent from claim 1 and is believed patentable, among other 
reasons, by virtue of such dependency. 
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SUMMARY 



Applicant has amended Claim 1 and has submitted remarks in support of Claims 1 
and 2. In view of the forgoing supporting remarks and amendments, Applicant 
respectfully requests allowance of pending claims 1 and 2. 

If the Examiner wishes to direct any questions concerning this application to the 
undersigned Applicant's representative, please call the number indicated below. 
Dated: June 19, 2006 



Respectfully submitted, 




Attorneys for Applicants 
(212) 735-3000 

Skadden, Arps, Slate, Meagher & Flom LLP 
Four Times Square 
New York, NY 10036 



\ 




6 



\ 



